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VII. Argument 

A. Lai Does Not Anticipate Applicants 9 Claims under 35 USC 
102(b) 

1. Lai Does Not Anticipate Claims 1, 2, 8-10, 13-15, and 22 16 
Because Lai Does Not Disclose MovinR Probes While 
Emitting Laser Beams 

2. Lai Does Not Anticipate Claims 1, 2, 8-10, 13-15, and 22 17 
Because Lai Does Not Disclose a Beam-Shaping 
A pparatus 

3. Lai Does Not Anticipate Claims 1, 2, 8-10, 13-15, and 22 18 
Because Lai Does Not Disclose a Spot Shape 

4. Lai Does Not Anticipate Claims 30 and 32 Because Lai 19 
Does Not Disclose Hand-held Probes While Emitting 

Laser Beams 

5. Lai Does Not Anticipate Claims 30 and 32 Because Lai 20 
Does Not Disclose a Beam-Shaping Apparatus 

6. Lai Does Not Anticipate Claims 30 and 32 Because Lai 21 
Does Not Disclose a Spot Shape 

B. Applicants' Claims are Not Obvious Under 35 USC 103(a) 

1. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and 23 
Gerdes Because Lai Teaches Against Hand-held Probes 

2. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and 24 
Gerdes Because Lai Teaches Against Moving Probes 

While Emitting Laser Beams 

3. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and 25 
Gerdes Because Gerdes Teaches Against Freely Moving 

the Probes 

4. Claim 16 is Not Obvious in Light of Lai and Gerdes 27 
Because Neither Lai Nor Gerdes Suggests Using 
Ultraviolet Laser Light 

5. Claim 1 7 is Not Obvious in Light of Lai and Gerdes 28 
Because Neither Lai Nor Gerdes Suggests a Linear Spot 
Shape 
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10. Claims 23-29 are Not Obvious in Light of Lai and Gerdes 31 
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Probes 
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I. Real Party in Interest 

The real parties in interest are the inventors, Steven C. Shanks and Kevin B. 

Tucek. 

Appellants note that, in the event a terminal disclaimer is required to avoid a 
double-patenting type obviousness rejection, upon a notice of allowance and assuming 
such terminal disclaimer is still required, Applicants will file a terminal disclaimer and an 
assignment fully complying with 37 CFR § 1321 and 37 CFR § 3.73. In such case, the 
real parties in interest will include Erchonia Patent Holdings, LLC, owned in the majority 
by the inventors. 
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| II. Related Appeals and Interferences 

No appeals or interferences are pending which may be related to, directly affect, 
be directly affected by, or have a bearing on the Board's decision in the pending appeal, 
however the following are, or were, copending patent applications or litigation related to 
the application on appeal: 



Type 


Application or 
Patent Number 


How Related to Application on 
Appeal 


Atty 
Docket 
Number 


US Patent 


6,605,079 


this patent claims the benefit of 
common priority application U.S. 
Provisional Application No. 
60/273,282 


206-001 


US Patent 


09/932,907 now U.S. 
Pat. No 6,746,473 


this application claims the benefit of 
common priority application U.S. 
Provisional Application No. 
60/273,282 


206-002 


rL 1 

Application 


rt l/UbzUuz/UlVjjy 


PCT application, and national stage 
applications and issued patents 
therefrom, claim the benefit of the 

L/U1I1II1UI1 piiuniy appilLaUUIl ral. 

Application No. 09/932,907, now 
U.S. Pat. No 6,746,473, which 
claims the benefit of common 
priority application U.S. Provisional 
Application No. 60/273,282 


206-021 


CIP of 
related 
application 


10/772,973 


this application claims the benefit of 
common priority application U.S. 
Application No. 09/932,907, now 
U.S. Pat. No 6,746,473, which 
claims the benefit of U.S. 
Provisional Application No. 
60/273,282 


206-024 


CIP of 
related 
application 


10/772,738 


this patent application claims the 
benefit of common priority 
application U.S. Application No. 


206-032 
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09/932,907, now U.S. Pat. No 
6,746,473, which claims the benefit 
of U.S. Provisional Application No. 
60/273,282 




judicial 
proceeding 
in Federal 
District 
Court of 
Colorado* 


04-MK-1769 (CBS) 


litigation alleging infringement of 
U.S. Pat. No 6,746,473 and 
invalidity thereof, et alia. U.S. Pat. 
No 6,746,473, which claims the 
benefit of U.S. Provisional 
Application No. 60/273,282 


206-066 


CIP of 
Patent 
Application 
on appeal 


11/443980 


this application claims the benefit of 
the application on appeal, which 
claims benefit of the common 
priority application 09/932,907, now 
U.S. Pat. No 6,746,473, which 
claims the benefit of U.S. 
Provisional Application No. 
60/273,282 


206-071 


DIV of 
Patent 
Application 
on appeal 


11/431257 


this application claims the benefit of 
the application on appeal, which 
claims benefit of the common 
priority application 09/932,907, now 
U.S. Pat. No 6,746,473, which 
claims the benefit of U.S. 
Provisional Application No. 
60/273,282 


206-133 



* A Markman hearing was held in Colorado District Court action 04-MK-1769 (CBS) to 
construe certain claims of U..S Patent No. 6,746,473, which claims the benefit of 
common priority application 09/932,907, now U.S. Pat. No. 6,746,473. That decision is 
attached in the Related Proceedings Appendix as Appendix RP-1. No other decisions 
have been rendered by a court or the Board in any proceeding identified under this 
section. 
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III. Status of the Claims 

Claims 1-10, 13-30, and 32 of U.S. Patent Application No. 10/612,504 are 
pending and stand rejected twice and constitute the subject matter of this appeal. Claims 
1 1-12, 31, 33 -34 have been cancelled. Claims 35-39 were withdrawn by the Examiner. 
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IV. Status of Amendments 

Applicant proposed amendments subsequent to the final office action dated 
November 10, 2005. Those amendments were considered, but not entered, by the 
Examiner. 

Claim amendments made in response to an office action dated June 3, 2005 were 
entered by the Examiner in an office action dated November 10, 2005. Those amended 
claims constitute the subject matter of this appeal and appear in the Claims Appendix as 
Appendix A. 
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| V. Summary of Claimed Subject Matter 

In U.S. Patent Application No. 10/612,504, the Applicants present a single laser 
device that enables a practitioner to personally and freely treat different areas of a patient 
at the same time. Pending App. paragraphs [0005], [0006], [0007] and [0024] and Fig. 7. 
This is an improvement over prior art because earlier devices could not freely treat 
different areas of a patient at the same time. 

The claimed device also enables a practitioner to personally and freely treat a 
patient using multiple laser beam emissions each with a specific spot shape, such as a 
line. Pending App. paragraphs [0018], lines 1-3. This has the advantage of enabling the 
practitioner to more precisely define the surface area the laser impinges upon. A copy of 
Applicants' specification, as amended, and drawings are enclosed for easy reference as 
^ Appendix R-l . The claims on appeal are listed in the Claims Appendix. 

A. Independent Claim 1 

Claim 1 defines a device (Pending App. paragraph [0015], line 1) having two or 
more handheld probes (Pending App. paragraph [0015], line 4). Each of the probes 
houses one or more laser energy sources (Pending App. paragraph [0016], lines 1-3) and 
each laser energy source produces a laser beam that is shown through an optical 
arrangement to produce a desired spot shape (Pending App. paragraph 0017, lines 1-3). 
Each probe is moved freely by the user while the laser beams are being emitted (Pending 
App. paragraphs [0015] and [0024]; Fig. 7). 
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B. Independent Claim 23 

Claim 23 generally defines the same device as claim 1 , except that it specifies that 
the laser energy sources must be semiconductor laser diodes and adds a control circuit for 
controlling the laser beams. Specifically, Claim 23 covers a laser device (Pending App. 
paragraph [0015], line 1) having first and second handheld probes (Pending App. 
paragraph [0015], line 4). Each of the probes has a semiconductor diode (Pending App. 
paragraph [0022], lines 3-7) laser energy source (Pending App. paragraph [0016], lines 1- 
3), and each laser energy source produces a laser beam that is shown through an optical 
arrangement to produce a desired spot shape (Pending App. paragraph [0017], lines 1-3). 
There is a control circuit for independently controlling each of the laser beams (Pending 
App. paragraph [0020], lines 1-9). Each probe is freely moved by the user's hand relative 
to the surface of the skin of a patient while emitting the first laser beam (Pending App. 
Paragraphs [0015] and [0024]; Fig. 7). 

C. Independent Claim 30 

Claim 30 generally defines the same device as claim 1 except that it specifies that 
each laser beam emits a different wavelength of visible light. Specifically, Claim 30 
covers a device having two or more laser energy sources (Pending App. paragraph 
[0016], lines 1-3) housed in two or more handheld probes (Pending App. paragraph 
[0015], line 4). Each laser beam emits a visible wavelength (Pending App. paragraph 
[0022], lines 2-8) shown through an optical arrangement to produce a desired spot shape 
(Pending App. paragraph [0017], lines 1-3). Each probe can be moved freely by the user 
while the laser beams are being emitted (Pending App. Paragraphs [0015] and [0024]; 
Fig. 7). 

None of the claims on appeal recite means-plus-function limitations. 
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I VII. Argument 

A. Lai Does Not Anticipate Applicants' Claims under 35 USC 102(b) 
Legal Standard for Anticipation 

A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference. Verdegaal 
Brothers, Inc. v. Union Oil Company of California, 2 USPQ2d 1051 (Fed. Cir. 1987). 
Under the principles of inherency, if the prior art in its normal and usual operation would 
necessarily perform the method claimed, then the method claimed will be considered to 
be anticipated. MPEP §21 12.02. See MEHL/Biophile InVl Corp. v. Milgraum, 52 
USPQ2d 1303, 1305 (Fed. Cir. 1999) (citing In re King, 231 USPQ 136, 138 (Fed. Cir. 
1986)). However, the fact that a certain result or characteristic may occur or be present in 
| the prior art is not sufficient to establish the inherency of that result or characteristic. 

MPEP §21 12.02 (citing In re Rijckaert, 28 USPQ2nd 1955, 1957 (Fed. Cir. 1993;. In re 
Oelrich and Divigard, 212 USPQ 323,326 (CCPA 1981) (citing Hansgirg v. Kemmer, 40 
USPQ 665 (CCPA1 939)). 

Applicants' burden is to prove that that Lai's device would not perform the 
claimed invention in its normal and usual operation. See In re King at 138. 
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1. Lai Does Not Anticipate Claims L 2, 8-10, 13-15, and 22 Because Lai 
Does Not Disclose Moving Probes While Emitting Laser Beams 

Each of Applicants' claims 1, 2, 8-10, 13-15, and 22 claims handheld probes that 
"emit one or more laser beams . . .while being freely moved by a user's hand..." 1 

Lai does not disclose however, that the probes emit one or more laser beams while 
being freely moved by a user's hand. Instead, Lai discloses how to eliminate having to 
hold lasers while they are emitting laser beams, thereby allowing the therapist to perform 
other tasks during treatment. See Lai column 1, lines 47-48; column 2, lines 25-30. 
Indeed all of Lai's claims specifically give the intended use of providing a hands-free 
laser diode module during laser treatment. See, e.g. Lai column 3, lines 32-33 ("without 
holding said respective diode laser module by a person's hand"); Lai column 4, line 30 
("without holding by a person's hand"). 

The fact that a practitioner using the Lai device may move the probes while they 
emit laser light is not sufficient to establish the inherency of that result or characteristic. 
During normal and usual operation, a person operating Lai's device would not move the 
probes while they emit laser light. On the contrary, handholding the probes of Lai's 
device while they emit laser light would defeat the stated purpose of Lai's invention. 
Therefore, handheld probes that are freely moveable during laser operation are not 
inherently disclosed by Lai. Accordingly, claims 1, 2, 8-10, 13-15 and 22 are not 
anticipated by Lai. 

1 To forestall any confusion about the placement of the "support structure" limitation in claim 1 without a 
trailing comma and whether Applicants intended laser beams to be moved during treatment, Applicants 
note that clause (b)(ii) of claim 1 as amended in the RCE dated April 27, 2005, reads "each of the handheld 
probes emits one or more laser beams while being freely moved by a user's hand relative to the surface of 
the skin of the patient." 
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2. Lai Does Not Anticipate Claims 1, 2, 8-10. 13-15, and 22 Because Lai 
Does Not Disclose a Beam-Shaping Apparatus 

Each of Applicants' claims 1, 2, 8-10, 13-15, and 22 claims "an optical 
arrangement for receiving one or more laser beams and for transforming each of the laser 
beams into a desired spot shape." 

Lai does not expressly or inherently disclose, however, an optical arrangement to 
transform the beams into a desired spot shape. Instead, Lai discloses only focusing 
optics. See Lai column 2, lines 33-34. Focus is not the same thing as shape. Focus refers 
to how clear or fuzzy the image is, whereas shape refers to the perimeter geometry of the 
image as it impinges the patent's skin. See Pending App. paragraph [0017]. Focus is 
defined in optics as "the clear and sharply defined condition of an image" and "the 
position of a viewed object or the adjustment of an optical device necessary to product a 
clear image." Random House Unabridged dictionary 742 (2 nd ed. 1987) (attached as 
Exhibit E-l). A device can emit a laser beam that is in or out of focus, and focusing the 
beam will not change the resultant shape. That is, focusing optics are not inherent in 
beam shaping optical arrangements. For example, a linear beam has a linear shape, but 
may be in or out of focus: 





linear beam spot 
in focus 



linear beam spot 
out of focus 
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Similarly a circular beam spot may be in or our of focus: 




circular beam spot 
in focus 




circular beam spot 
out of focus 



Similarly a square beam spot may be in or our of focus: 



square beam spot 
in focus 



square beam spot 
out of focus 



Focusing optics do not necessarily provide an apparatus for obtaining a desired 
spot shape. Therefore, Lai does not disclose, either expressly or inherently, an optical 
arrangement for transforming the beam shape, and claims 1, 2, 8-10, 13-15 and 22 are 
not anticipated by Lai. 



3. Lai Does Not Anticipate Claims L 2, 8-10, 13-15, and 22 Because Lai 
Does Not Disclose a Spot Shape 

Each of Applicants' claims 1, 2, 8-10, 13-15, and 22 claims "an optical 
arrangement for receiving one or more laser beams and for transforming each of the laser 
beams into a desired spot shape." 

A spot shape is the result of a beam shape, as explained in Applicants' 
specification at paragraph [0017]. Lai does not disclose a beam shape, as admitted by the 

BEST AVAILABLE COPY 
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Examiner on page 4 of the office action dated November 10, 2005: "Lai et al. is discussed 
above but does not disclose independent control of the lasers, ultraviolet wavelengths or 
beam shape." Instead, Lai discloses only how to focus a beam. However, focus is not 
the same thing as shape. Focus refers to how clear or fuzzy the image is, whereas shape 
refers to the perimeter geometry of the image as it impinges the patent's skin as 
illustrated in the figures above, which are incorporated into this section by reference. See 
also Pending App. paragraph [0017]. Focus is defined in optics as "the clear and sharply 
defined condition of an image" and "the position of a viewed object or the adjustment of 
an optical device necessary to product a clear image." Random House Dictionary at 
742. A device can emit a laser beam that is in or out of focus, and focusing the beam will 
not change the underlying shape. That is, a spot shape is not inherent in focusing optics. 

Lai does not disclose, either expressly or inherently, a spot shape. Therefore, 
claims 1, 2, 8-10, 13-15 and 22 are not anticipated by Lai. 

4. Lai Does Not Anticipate Claims 30 and 32 Because Lai Does Not Disclose 
Hand-held Probes While Emitting Laser Beams 

Each of Applicants' claims 30 and 32 claims "...handheld probes for generating 
two or more laser beams of only visible light . . .wherein each of the handheld probes is 
retained in a hand of a user and freely moved relative to the surface of the skin of a 
patient." 

Lai does not disclose that the probes emit one or more laser beams while being 
freely moved by a user's hand. Instead, Lai discloses how to eliminate having to hold 
lasers while they are emitting laser beams, thereby allowing the therapist to perform other 
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tasks during treatment. See Lai column 1, lines 47-48; column 2, lines 25-30. Indeed all 
of Lai's claims specifically give the intended use of providing a hands-free laser diode 
module during laser treatment. See e.g. Lai column 3, lines 32-33 ("without holding said 
respective diode laser module by a person's hand" Lai column 4, Line 30 ("without 
holding by person's hand"). 

The fact that a practitioner using the Lai device may move the probes while they 
emit laser light is not sufficient to establish the inherency of that result or characteristic. 
During normal and usual operation, a person operating Lai's device would not move the 
probes while they emit laser light. On the contrary, handholding the probes of Lai's 
device while they emit laser light would defeat the stated purpose of Lai's invention. 
Therefore, handheld probes that are freely moveable during laser application are not 
inherently disclosed by Lai. Accordingly, claims 30 and 32 are not anticipated by Lai. 

5. Lai Does Not Anticipate Claims 30 and 32 Because Lai Does Not Disclose 
a Beam-Shaping Apparatus 

Each of Applicants' claims 30 and 32 claims "an optical arrangement attached to 
each handheld probe for receiving the laser beams and for transforming each of the laser 
beams into a desired spot shape. 

Again, Lai does not expressly or inherently disclose an optical arrangement to 
transform the beams into desired spot shape. Instead, Lai discloses only focusing optics. 
See Lai column 2, line 30. Focus is not the same thing as shape. Focus refers to how clear 
or fuzzy the image is, whereas shape refers to the perimeter geometry of the image as it 
impinges the patent's skin. See Pending App. paragraph [0017]. Focus is defined in optics 
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as "the clear and sharply defined condition of an image" and "the position of a viewed 
object or the adjustment of an optical device necessary to product a clear image." 
Random House Dictionary at 742. A device can emit a laser beam that is in or out of 
focus, and focusing the beam will not change the resultant shape. That is, an optical 
arrangement for transforming the beam shape is not inherent in focusing optics. 

Lai does not disclose, either expressly or inherently, an optical arrangement for 
transforming the beam shape. Therefore, claims 30 and 32 are not anticipated by Lai. 

6. Lai Does Not Anticipate Claims 30 and 32 Because Lai Does Not Disclose 
a Spot Shape 

Each of Applicants' claims 30 and 32 claims "an optical arrangement attached to 
each handheld probe for receiving the laser beams and for transforming each of the laser 
beams into a desired spot shape." 

Again, a spot shape is the result of a beam shape, as explained in Applicants' 
specification. Pending App. at paragraph [0017]. Lai does not disclose a beam shape, 
however, as admitted by the examiner on page 4 of the office action dated November 10, 
2005. Examiner's quote, supra p. 19. Instead, Lai discloses only how to focus a beam. 
Focus is not the same thing as shape. Focus refers to how clear or fuzzy the image is, 
whereas shape refers to the perimeter geometry of the image as it impinges the patent's 
skin as illustrated by the figures above, which are incorporated into this section by 
reference. See also Applicants' specification at paragraph [0017]. Focus is defined in 
optics as "the clear and sharply defined condition of an image" and "the position of a 
viewed object or the adjustment of an optical device necessary to product a clear image." 
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Random House Dictionary at 742. A device can emit a laser beam that is in or out of 
focus, and focusing the beam will not change the underlying shape. That is, a spot shape 
is not inherent in focusing optics. 

Lai does not disclose, either expressly or inherently, a spot shape. Therefore, 
claims 30 and 32 are not anticipated by Lai. 

Conclusion 

Applicants have shown that Claims 1, 2, 8-10, 13-15, 22, 30 and 32 are not 
anticipated under 35 USC 102(b) by Lai, and reversal of the rejection is respectfully 
requested. 
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B. Applicants' Claims are Not Obvious Under 35 USC 103(a) 
Legal Standard for Obviousness 

To establish a prima facie case of obviousness, there must be some suggestion or 
motivation to modify the reference or combine the teachings. MPEP §2142; In re Rouffet, 
149 F.3d 1350, 1356, 47 USPQ2d 1453, 1456 (Fed. Cir. 1998); In re Geiger 815 F.2d 
686, 688, 2 USPQ2d 1276, 1278 (Fed. Cir. 1987). The references must be considered as a 
whole, and there must be something in the prior art as a whole to suggest the desirability 
of the combination. MPEP §2142; In re Fulton, 391 F 3d 1 195, 73 USPQ2d 1 141 (Fed. 
Cir. 2004). Moreover, it is improper to combine references when one teaches away from 
the combination or renders the device inoperable for its intended purpose. In re Gordon, 
733 F.2d 900, 902, 221 USPQ 1 125,1 127 (Fed. Cir. 1984). See also MPEP §2146; In re 
Grasselli, 218 USPQ 769, 779 (Fed. Cir. 1983); In re Ratti, 123 USPQ 349, 352, CCPA 
1959. 

1. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and Gerdes 
Because Lai Teaches Against Hand-held Probes 

Each of Applicants' claims 3-7 and 16-22 teaches probes that are handheld and 
freely moved by the user's hand. Although Gerdes teaches hand-held wands, Lai 
expressly teaches away from hand-held wands. It is well-settled law that it is improper to 
combine references when one teaches away from the combination or renders the device 
inoperable for its intended purpose. In re Gordon, 221 USPQ at 1 127. 

The problem solved by Lai is how to relieve a practitioner from having to hold 
laser probes in his hands. Lai accomplishes this by providing laser diode modules that 
attach onto a patient's body during treatment using a self-adhesive holder. See Lai 
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column 1, lines 38-39. Lai explains that "[i]t has an adhesive surface and allows to attach 
a diode laser module onto an acupuncture point of a body part free of hand-holding" Lai 
column 1, lines 46-48 (emphasis added). "Such holding mechanism is particularly 
advantageous since it eliminates the need for hand holding the laser module and allows 
the therapist to perform other tasks." Lai column 2, lines 29-31 (emphasis added). 
Nowhere in Lai's disclosure is there any suggestion that handheld wands are desirable. 
Instead Lai expresses the opposite: the desire is not to have hand-held wands. Therefore, 
Lai expressly teaches against probes that are handheld. Because it is improper to 
combine references when one teaches away from the combination, Lai and Gerdes should 
not be combined, and no prima facie case of obviousness has been made. 

2. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and Gerdes 
Because Lai Teaches Against Moving Probes While Emitting Laser 
Beams 

Each of Applicants' claims 3-7 and 16-22 teaches handheld probes that "emit one 
or more laser beams ...while being freely moved by a user's hand..." 2 Lai expressly 
teaches away from moving the probes while laser beams are being emitted. Again, is well 
settled that it is improper to combine references when one teaches away from the 
combination or renders the device inoperable for its intended purpose. In re Gordon, 221 
USPQat 1127. 

The problem solved by Lai is how to relieve a practitioner from having to hold 
laser probes in his hands while they are emitting laser beams. Lai explains that: 

pjTo forestall any confusion about the placement of the "support structure" limitation in claim 1 without a 
trailing comma and whether Applicants intended laser beams to be moved during treatment, Applicants 
note that clause (b)(ii) of claim 1 as amended in the RCE dated April 27, 2005, reads "each of the handheld 
probes emits one or more laser beams while being freely moved by a user's hand relative to the surface of 
the skin of the patient." 
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[Stimulating five to ten acupuncture points are [sic] common and 
each takes typically five to thirty minutes. Thus, a therapist needs 
to point the laser beam to one acupuncture point then another for a 
long time. Obviously, using these devices is inconvenient and is 
time consuming. 

Lai at column 1 , lines 27-3 1 . Lai goes on to teach how to eliminate having to 
hold lasers while they are emitting laser beams, thereby allowing the therapist to perform 
other tasks during treatment. See Lai column 1, lines 47-48; column 2, lines 25-30. 
Indeed all of Lai's claims specifically give the intended use of providing a hands-free 
laser diode module during laser treatment. See e.g. Lai column 3, lines 32-33 ("without 
holding said respective diode laser module by a person's hand"; Lai column 4, line 30 
("without holding by a person's hand). To make Lai's device with hand-held lasers 
would defeat the purpose of Lai's invention and lead to a device that is inoperative under 
the basic principles under which Lai is designed to operate. Therefore, Lai expressly 
teaches against probes that are hand-held while emitting laser beams. 

Because it is improper to combine references when one teaches away from the 
combination or renders the device inoperable for its intended purpose, Lai and Gerdes 
cannot be combined, and no prima facie case of obviousness has been made. 

3. Claims 3-7 and 16-22 are Not Obvious in Light of Lai and Gerdes 
Because the Prior Art Teaches Against Freely Moving the Probes 

The explicit purpose of Applicants' invention is to enable a practitioner to 

personally and freely treat different areas of a patient at the same time. Pending App. 

Paragraphs [0006] and [0007]. Each of Applicants' claims 3-7 and 16-22 teach handheld 

probes that "emit one or more laser beams .. .while being freely moved by a user's hand 
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relative to the surface of the skin of a patient." Gerdes and Lai each teach away from 
freely moving the probes, albeit for different reasons. It is improper to combine 
references when one teaches away from the combination or renders the device inoperable 
for its intended purpose. In re Gordon, 221 USPQ at 1 127. 

Gerdes teaches a device wherein the wands are positioned over the patient in such 
a manner that the radiation from the wands intersects within the body being treated. See 
Gerdes column 1, lines 9-12; column 4, lines 45-50 and 56-59. Logically, for the laser 
beams to intersect, the wands must be treating substantially the same area of the patient. 
It would render Gerdes inoperable to modify it such that the laser beams treated different 
areas of a patient at the same time because then the laser beams would not intersect. 
Thus, Gerdes teaches against the probes moving freely. 

Lai teaches the use of a self-adhesive holder for each of the diode lasers to attach 
onto a patient's body. Lai column 1, lines 38-40. The self-adhesive holder is configured 
to securely hold the diode laser module and to maintain the laser beam at the acupuncture 
point. Lai column 2, lines 26-31. It would render Lai inoperable to modify it such that 
the laser modules moved freely because then they would not be maintained at the 
acupuncture point. 

Because it is improper to combine references when one teaches away from the 
combination or renders the device inoperable for its intended purpose, and because in this 
case both prior art references teach away from moving the probes freely, Lai and Gerdes 
cannot be combined. Accordingly, no prima facie case of obviousness has been made. 



206-038 



26 



APPEAL BRIEF 
Serial No. 10/612,504 

4. Claim 16 is Not Obvious in Light of Lai and Gerdes Because Neither Lai 
Nor Gerdes Suggests Using Ultraviolet Laser Light 

Applicants' claim 16 claims at least one laser energy source generating a laser 
beam having a wavelength in the ultraviolet range. Neither Lai nor Gerdes disclose or 
suggest generating a laser beam having a wavelength in the ultraviolet range. 

Lai discloses that the wavelength of the diode laser is selected to have a desirable 
penetration depth for effectively stimulating an acupuncture point. Lai column 2, lines 
43-45. Any wavelength ranged from 500 nm to 1500 nm may be chosen for a variety of 
acupuncture treatments. Lai column 2, lines 49-51. The range of ultraviolet wavelengths 
is generally defined as less than 400 nm. Lai does not disclose a wavelength less than 
500, and therefore Lai does not disclose ultraviolet wavelengths. The Examiner admits 
this on page 4 of the final office action dated November 10, 2005 : "Lai et al. is discussed 
above but does not disclose independent control of the lasers, ultraviolet wavelengths or 
beam shape." Further, Lai does not indicate that ultraviolet may be used to stimulate an 
acupuncture point. Therefore, Lai does not suggest using an ultraviolet wavelength. 

Gerdes discloses exposing tissue to converging beams of treatment (infrared) 
radiation having a wavelength of between approximately 900 nm and 1 100 nm. Gerdes 
also discloses aiming (visible) radiation having a wavelength of between approximately 
400 nm and 700 nm. Gerdes column 8, lines 53-55; column 9, lines 35-39; column 12, 
lines 53-60; and all claims. Gerdes does not disclose a wavelength less than 400 nm. 

The Examiner alleges on page 5 of the final office action that Gerdes 
discloses 400 nm of ultraviolet light at column 9, line 38. Gerdes actually refers to 
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visible light at 400 nm, however. Specifically, the Gerdes cite reads in its 
entirety: 

Additionally, each of the visible laser radiation sources 170 is also 
configured to emit radiation having a wavelength preferably 
between approximately 400 nm to approximately 700 nm, and 
more preferably between about 635 nm and about 640 nm. 

Gerdes at column 9, lines 34-39 (emphasis added). Ultraviolet light is not visible light. 

Therefore, Gerdes does not suggest an ultraviolet wavelength. 

Because each reference affirmatively discloses an operating range and does not 

disclose operations in the ultraviolet range and because neither the nature of the problem 

to be solved nor the teachings of Lai suggests the use of ultraviolet wavelengths, neither 

Lai nor Gerdes suggests using an ultraviolet wavelength. Lacking any suggestion or 

motivation for an ultraviolet wavelength, no prima facie case of obviousness has been 

made. 

5. Claim 17 is Not Obvious in Light of Lai and Gerdes Because Neither Lai 
Nor Gerdes Suggests a Linear Spot Shape 

Applicants' claim 17 requires one of the spot shapes to be substantially linear. 
Lai does not disclose any beam shape, as the examiner admits on page 4 of the final 
office action dated November 10, 2005. Examiner's quote, supra p. 27. Moreover, while 
Gerdes discloses that "a wide variety of feathered, diffused, Fresnel, traced, and other 
types of spread-out patterns are also suitable for use with the present invention," a line is 
not a "spread-out" spot shape. Instead, a linear spot shape is the antithesis of "spread- 
out." See Gerdes column 9, lines 45-49. Lacking any suggestion or motivation of a linear 
beam shape, no prima facie case of obviousness has been made. 
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6. Claim 19 is Not Obvious in Light of Lai and Gerdes Because Neither Lai 
Nor Gerdes Suggests a Plus-Sign Spot Shape 

Applicants' claim 19 requires one of the spot shapes to be in the shape of a plus 

sign. Again, Lai does not disclose any beam shape, as the examiner admits on page 4 of 

the final office action dated November 10, 2005. Examiner's quote, supra p. 27. Also 

again, while Gerdes discloses that "a wide variety of feathered, diffused, Fresnel, traced, 

and other types of spread-out patterns are also suitable for use with the present 

invention," a plus sign is not a "spread-out" spot shape. Gerdes at column 9, lines 46-49. 

Lacking any suggestion or motivation of a plus-sign spot shape, no prima facie case of 

obviousness has been made. 

7. Claim 21 is Not Obvious in Light of Lai and Gerdes Because Neither Lai 
Nor Gerdes Suggests Different Spot Shapes 

Applicants' claim 21 requires the spot shape of a first laser beam to be different 

from a spot shape of a second laser beam; that is, the first and second beam shapes are 

different. Again, Lai does not disclose any beam shape, as the examiner admits on page 4 

of the final office action dated November 10, 2005. Id. While Gerdes discloses that a 

"wide variety" of "spread-out" beam shapes can be used, Gerdes not indicate that the 

beam shapes emitted form the radiation sources can be different from each other. Lacking 

any suggestion or motivation of a linear beam shape, no prima facie case of obviousness 

has been made. 
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8. Claims 23-29 are Not Obvious in Light of Lai and Gerdes Because Lai 
Teaches Against Handheld Probes 

Each of Applicants' claims 23-29 teaches probes that are handheld and freely 
moved by the user's hand. As explained in section VII (B)(1) above, however, the 
problem solved by Lai is how to relieve a practitioner from having to hold laser probes in 
his hands. Lai accomplishes this by providing laser diode modules that attach onto a 
patient's body during treatment using a self-adhesive holder. See Lai column 1, lines 38- 
39. Lai explains that "[i]t has an adhesive surface and allows to attach a diode laser 
module onto an acupuncture point of a body part free of hand-holding'' Lai column 1, 
lines 46-48 (emphasis added). "The holding mechanism is particularly advantageous 
since it eliminates the need for hand holding the laser module and allows the therapist to 
perform other tasks. Lai column 2, lines 29-31, emphasis added. Therefore, Lai expressly 
teaches against probes that are hand-held. 

Because it is improper to combine references when one reference teaches away 
from the combination, Lai and Gerdes cannot be combined, and no prima facie case of 
obviousness has been made. 

9. Claims 23-29 are Not Obvious in Light of Lai and Gerdes Because Lai 
Teaches Against Moving Probes While Emitting Laser Beams 

Each of Applicants' claims 23-29 teaches a first handheld probe "from which the 

first laser beam emits, the first handheld probe . . . freely moved by the user's hand 

relative to the surface of the skin of a patient while emitting the first laser beam." 
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As explained in section VII (B)(2) above, the problem solved by Lai is how to 

relieve a practitioner from having to hold laser probes in his hands while they are 

emitting laser beams. Lai explains that: 

[Stimulating five to ten acupuncture points are [sic] common and 
each takes typically five to thirty minutes. Thus, a therapist needs 
to point the laser beam to one acupuncture point then another for a 
long time. Obviously, using these devices is inconvenient and is 
time consuming. 

Lai at column 1 , lines 27-3 1 . Lai goes on to teach the laser therapy device art how to 
eliminate having to hold lasers while they are emitting laser beams, thereby allowing the 
therapist to perform other tasks during treatment. See Lai column 1, lines 47-48; column 
2, lines 25-30. Indeed all of Lai's claims specifically give the intended use of providing a 
laser diode module "without holding said respective diode laser module by a person's 
hand." See Lai column 3, lines 32-33; Lai column 4, lines 30. To make Lai's device with 
hand-held lasers would defeat the purpose of Lai's invention, and lead to a device that is 
inoperative under the basic principles under which Lai is designed to operate. Therefore, 
Lai expressly teaches against probes that are hand-held while emitting laser beams. 

Because it is improper to combine references when one teaches away from the 
combination or renders the device inoperable for its intended purpose, Lai and Gerdes 
cannot be combined, and no prima facie case of obviousness has been made. 

10. Claims 23-29 are Not Obvious in Light of Lai and Gerdes Because the 
Prior Art Teaches Against Freely Moving the Probes 

The explicit purpose of Applicants' invention is to enable a practitioner to 

personally and freely treat different areas of a patient at the same time. Pending App. 
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Paragraphs [0006] and [0007]. Each of Applicants' claims 23-29 teach first and second 
handheld probes that are "freely moved by the user's hand relative to the surface of the 
skin of a patient while emitting the [first, second] laser beam." Gerdes and Lai each 
teach away from freely moving the probes, albeit for different reasons. It is improper to 
combine references when one teaches away from the combination or renders the device 
inoperable for its intended purpose. In re Gordon, 221 USPQ at 1 127. 

Gerdes teaches a device wherein the wands are positioned over the patient in such 
a manner that the radiation from the wands intersects within the body being treated. See 
Gerdes column 1, lines 9-12; column 4, lines 45-50 and 56-59. Logically, for the laser 
beams to intersect, the wands must be treating substantially the same areas of the patient. 
It would render Gerdes inoperable to modify it such that the laser beams treated different 
areas of a patient at the same time, because then the laser beams would not intersect. 
Thus, Gerdes teaches against the probes moving freely. 

Lai teaches the use of a self-adhesive holder for each of the diode lasers to attach 
onto a patient's body. Lai column 1, lines 38-40. The self-adhesive holder is configured 
to securely hold the diode laser module and to maintain the laser beam at the acupuncture 
point. Lai column 2, lines 26-31. It would render Lai inoperable to modify it such that 
the laser modules moved freely because then they would not be maintained at the 
acupuncture point. 

Because it is improper to combine references when one teaches away from the 
combination or renders the device inoperable for its intended purpose and because in this 
case, both prior art references teach away from moving the probes freely, Lai and Gerdes 
cannot be combined. Accordingly, no prima facie case of obviousness has been made. 
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11. Claim 29 is Not Obvious in Light of Lai and Gerdes Because Neither Lai 
Nor Gerdes Suggests Using Ultraviolet Laser Light 

Applicants' claim 29 claims at least one laser energy source generating a laser 
beam having a wavelength in the ultraviolet range. Neither Lai nor Gerdes disclose or 
suggest generating a laser beam having a wavelength in the ultraviolet range. 

Lai discloses that the wavelength of the diode laser is selected to have a desirable 
penetration depth for effectively stimulating an acupuncture point. Lai column 2, lines 
43-45. Any wavelength ranged from 500 nm to 1500 nm may be chosen for a variety of 
acupuncture treatments. Lai column 2, lines 49-51. The range of ultraviolet wavelengths 
is generally defined as less than 400 nm. Lai does not disclose a wavelength less than 
500, and therefore Lai does not disclose ultraviolet wavelengths, as the examiner admits 
on page 4 of the final office action dated November 10, 2005. Examiner's quote, supra 
p. 27. Further, Lai does not indicate that ultraviolet wavelengths may be used to stimulate 
an acupuncture point. Therefore, Lai does not suggest an ultraviolet wavelength. 

Gerdes discloses exposing tissue to converging beams of treatment (infrared) 
radiation having a wavelength of between approximately 900 nm and 1 100 nm. Gerdes 
also discloses aiming (visible) radiation having a wavelength of between approximately 
400 nm and 700 nm. Gerdes column 8, lines 53-55; column 9, lines 35-39; column 12, 
lines 53-60; and all claims. Gerdes does not disclose a wavelength less than 400 nm. 

The Examiner alleges on page 5 of the final office action that Gerdes discloses 

400 nm of ultraviolet light at column 9, line 38. Gerdes actually refers to visible light at 

400 nm however. Specifically, the Gerdes cite reads in its entirety: 

Additionally, each of the visible laser radiation sources 1 70 is also 
configured to emit radiation having a wavelength preferably 
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► between approximately 400 nm to approximately 700 nm, and 

more preferably between about 635 nm and about 640 nm. 

Gerdes column 9, lines 34-39 (emphasis added). Ultraviolet light is not visible light. 
Therefore, Gerdes does not suggest an ultraviolet wavelength. 

Because each reference affirmatively discloses an operating range and does not 
disclose operations in the ultraviolet range and because neither the nature of the problem 
to be solved nor the teachings of Lai suggests the use of ultraviolet wavelengths, neither 
Lai nor Gerdes suggests using an ultraviolet wavelength. Lacking any suggestion or 
motivation for an ultraviolet wavelength, no prima facie case of obviousness has been 
made. 

} Conclusion 

For one or more reasons above, Applicants have shown that Claims 3-7, 16-22, 
and 23-29 are not obvious under 35 USC 103(a) in light of Lai and Gerdes. Reversal of 
the rejections is respectfully requested. 
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C. Claims 1-10, 13-14, 17, 18, 21, and 23-27 Cannot be Actually Rejected 
for Double-Patenting Because Claims Are Not Yet Otherwise Allowable 

The Examiner has twice actually rejected claims 1-10, 13-14, 17, 18, 21, and 23- 
27 for being obvious under the non-statutory (judicially-created doctrine of) double 
patenting as being unpatentable over claims 1-11 and 13 of U.S. Patent 6,746,473 issued 
to Shanks and Tucek. However, none of these claims has yet been allowed, and therefore 
no actual double-patenting can be determined. Heretofore Applicant has stated that upon 
a notice of allowance, and assuming such terminal disclaimer is still required, Applicants 
will file a terminal disclaimer and an assignment fully complying with 37 CFR § 1.321 
and37CFR§3.73. 

Applicants have shown that Claims 1-10, 13-14, 17, 18, 21, and 23-27 cannot be 
actually rejected for double-patenting and reversal of the rejection is respectfully 
requested. 
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VIII. Conclusion 

Applicants believe they have shown that none of the Examiner's rejections in the 
pending application should be sustained. Applicants respectfully request that the Board 
reverse all the Examiner's rejections and allow the case to proceed to issuance. 

Respectfully submitted, 

Date: ^/oU 

sandra L. Etherton 
Attorney for Applicants- Appellants 
Registration No. 36,982 

Customer No. 33354 
Etherton Law Group, LLC 
5555 East Van Buren Street 
Suite 100 

Phoenix, AZ 85008 
tel: 602-681-3331 
fax:602-681-3339 
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Claims Appendix 




1 . A multi-probe device comprising: 

a) two or more laser energy sources, each generating one or more laser 
beams; 

b) two or more handheld probes from which the laser beams emit, wherein: 

i. each of the handheld probes houses one or more laser energy 
sources therewithin; 

ii. each of the handheld probes emits one or more laser beams, and 
each of the handheld probes is not connected to a support structure while 
being freely moved by a user's hand relative to the surface of the skin of a 
patient; and 

c) an optical arrangement attached to each handheld probe for receiving one 
or more laser beams and for transforming each of the laser beams into a 
desired spot shape. 

2. A device according to claim 1 wherein at least two of the laser beams are emitted 
simultaneously and impinge two different parts of a patient c s body. 



3. A device according to claim 1 further comprising one or more control circuits for 
independently controlling each of the generated laser beams. 
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4. A device according to claim 1 further comprising a control circuit for controlling 
the pulse repetition rate of each laser beam. 

5. A device according to claim 4 wherein the pulse repetition rate of at least one of 
the laser beams is such that the laser light emitted is substantially continuous. 

6. A device according to claim 4 further comprising a first laser beam having a first 
pulse repetition rate and a second laser beam having a second pulse repetition rate 
wherein the first pulse repetition rate and the second pulse repetition rate are 
different. 

7. A device according to claim 4 further comprising a first laser beam having a first 
pulse repetition rate and a second laser beam having a second pulse repetition rate 
wherein the first pulse repetition rate and the second pulse repetition rate are the 
same. 

8. A device according to claim 1 wherein each of the laser energy sources is less 
than one watt. 

9. A device according to claim 1 wherein at least one of the laser energy sources is a 
semiconductor diode. 

10. A device according to claim 1 further comprising a base. 
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) 

13. A device according to claim 1 wherein at least one laser energy source generates a 
laser beam having a wavelength in the visible range. 

14. A device according to claim 1 3 wherein the wavelength of the laser beam is in the 
red range of the visible spectrum. 

15. A device according to claim 1 wherein at least one laser energy source generates a 
laser beam having a wavelength in the infrared range. 

16. A device according to claim 1 wherein at least one laser energy source generates a 
| laser beam having a wavelength in the ultraviolet range. 

17. A device according to claim 1 wherein at least one of the spot shapes is 
substantially linear. 

18. A device according to claim 1 wherein at least one of the spot shapes is 
substantially circular. 

19. A device according to claim 1 wherein at least one of the spot shapes is 
substantially in the shape of a plus-sign. 
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20. A device according to claim 1 wherein at least one of the spot shapes is 
substantially elliptical. 

21. A device according to claim 1 further comprising a first laser beam having a first 
spot shape and a second laser beam having a second spot shape wherein the first 
spot shape is different from the second spot shape. 

22. A device according to claim 1 further comprising a first laser beam and a second 
laser beam having the same spot shape. 

23. A therapeutic laser device comprising: 

a) a first semiconductor diode laser energy source generating a first laser 
beam and a second semiconductor diode laser energy source generating a 
second laser beam; 

b) a first handheld probe from which the first laser beam emits, the first 
handheld probe having an interior cavity that houses the first 
semiconductor laser energy source therewithin and that is freely moved by 
the user's hand relative to the surface of the skin of a patient while 
emitting the first laser beam; 

c) an optical arrangement mounted in the interior cavity of the first handheld 
probe for receiving the first laser beam and for transforming the first laser 
beam into a desired spot shape; 
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d) a second handheld probe from which the second laser beam emits, the 
second handheld probe having an interior cavity that houses the second 
semiconductor laser energy source therewithin and that is freely moved by 
the user's hand relative to the surface of the skin of a patient and relative 
to the first handheld probe while emitting a laser beam; 

e) an optical arrangement mounted in the interior cavity of the second 
handheld probe for receiving the second laser beam and for transforming 
the second laser beam into a desired spot shape; and 

f) a control circuit for independently controlling each of the generated laser 
beams; and 

g) wherein the first and second handheld probes are not connected to a 
support structure while being freely moved relative to the surface of the 
skin of a patient. 



24. A device according to claim 23 further comprising a base. 



25. A device according to claim 24 wherein the control circuit is housed in the base. 



26. A device according to claim 23 wherein at least one laser energy source generates 
a laser beam having a wavelength in the visible range. 



27. A device according to claim 26 wherein the wavelength of the laser beam is in the 
red range of the visible spectrum. 
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28. A device according to claim 23 wherein at least one laser energy source generates 
a laser beam having a wavelength in the infrared range. 

29. A device according to claim 23 wherein at least one laser energy source generates 
a laser beam having a wavelength in the ultraviolet range. 

30. A multi-probe device comprising: 

a) two or more laser energy sources housed in two or more handheld probes 
for generating two or more laser beams of only visible light wherein each beam of 
visible light is emitted at a different wavelength from the other beams of visible 
light; 

b) wherein each of the handheld probes is retained in a hand of a user and freely 
moved relative to the surface of the skin of a patient; and 

c) an optical arrangement attached to each handheld probe for receiving the 
laser beams and for transforming each of the laser beams into a desired spot 
shape. 

32. A device according to claim 30 wherein the wavelengths of the laser beams are in 
the red range of the visible spectrum. 
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Evidence Appendix 




Appendix E-l Random House Unabridged Dictionary 2 nd ed., 1987, definition of 

"focus," meanings 3c and 3d 
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flying squirrel 



742 



foe 



fly'lnS Sqtlir'rel, any of various 
rela, as Glaucomy* volans. of the 
folds of skin connecting the fore and 
ting long, gliding leaps. [1605-15] 



tree squir- 
U.S-. having 
legs, permit- 



f flying squirrel 

■ Glaucvmys volone,- >A 
f .hesd and body 8 in. 'i:;> 




fly'ing Start'. 1. a start, as in sailboat racing, in 
which the entrants begin moving before reaching the 
starting line. 2. a start or beginning of anything, char- 
acterized by the participant's vigor and enthusiasm and 
sometimes by a certain advantage over competitors: 
She's off to a flying start in her new job, [1850-55] 

fly'lng tack'Ie. Football, a tackle made by hurhng 
one's body through the air at the player carrying the 
ball. 

Fly'lng TV ger*. the nickname of US. fighter pilots, 
the American Volunteer Group (AVG), who fought 
against the Japanese in China during World War II. 

fly'lng Wing'. Aeron. an airplane whose wings form 
almost all the airframe, with the fuselage almost or en- 
tirely within the wing structure. [1935-40] 

flyleaf (flfier), n.. P L -tea we*. a blank leaf in the 
front or the back of a book. (1826-35; fly 1 (n., in combi- 
nation: something fastened by the edge) + ueaf) 

fly' line'. Angling, a li n e for use in fly-fishing. 

fly' toff, Theat fly 1 (def. 37). 

flyman (fll'man), n.. pL -men. Theat a stagehand, 
esp. one who operates the apparatus in the flies. [1835- 
45; rvr* + -mam] 

fly' net', a net or fringe to protect a horse from flies 
or other insects. 

fly >off (fli'oP, -of?\ n. 1. MeteoroL evapotran- 
spi ration (def. 1). 2- a competition between aircraft of 
various manufacturers to estak "' 
mance, esp. in order to gain a 
[1965-70T(def. 1) prob. Ftv 1 + (ai 
-oft] 

fly«0»ver (fli'O'var). n. 1- a formation of aircraft in 
flight for observation from the ground, esp. a prear- 
ranged, low-altitude flight over a public gathering. 2. a 
flight over a simulated target by a bomber or bombing 
planes. 3. a flight over a specified area, as for viewing: 
We booked a one-hour flyover of the Grand Canyon. 4. 
the action of passing or flying overhead: rumors of an- 
other UFO flyover. 5. Brit an overhead crossing, esp. a 
highway overpass. [1900-05; n. use of v. phrase fly over] 

fly*pa«pw (fli/pa'per), n. paper designed to destroy 
flies by catching them on its sticky surface or poisoning 
them on contact. [1840-50; fly* + papkb] 

flypast (fll'paat/. -nasi/), «- flyby (def. 2a). [1910-15; 
n. use of v. phrase fly post] 



fly*way (fll/w&O, n. a route between breeding and 
wintering areas taken by concentrations of migrating 
birds. [1890-88; fly 1 + way] 

flyweight (flfwaV), n. a boxer or other contestant of 
the lightest competitive class, esp. a professional boxer 
weighing up to 112 lb. (51 kg). [1905-10; fly* + weight] 

flywheel (fli/bweV, -weV), n. Mach. a heavy disk or 
wheel rotating on a shaft so that its momentum gives al- 
most uniform rotational speed to the shaft and to all con- 
nected machinery. [1775-85; fly* + whekx] 

FM, 1. Electronics, frequency modulation: a method of 
impressing a signal on a radio carrier wave by varying 
the frequency of the carrier wave. 2- Radio, a system of 
radio broadcasting by means of frequency modulation. 
3. of, pertaining to, or utilizing such a system. Cf. AM. 

Fm, Symbol. Chem. fermium. 

fm, Symbol, Physics, femtometer. 

fnu, 1. fathom. 2. from. 

fjfU. (in prescriptions) make a mixture. [ < L fiat mis 
ffiro] 

FMB, Federal Maritime Board. 
FMC. Federal Maritime Commiasion. 
FMCS. Federal Mediation and Conciliation Service, 
syi 



fry cat infoc/tlon. Pathol., Dentistry, an infection in 
which bacteria are localized in some region, as the tissue 
around a tooth, from which they may spread to some 
other organ or structure of the body. [1920-25] 

fo-caMze (fe*ka lis/). v.u v.i.. -fccod. -brtna. I- to 
bring or come to a focus. 2. to localize. Also, esp. Brit, 
fo'cal<*se/. [1835-45; focal + - 



the film. Cf. 



FJHIU fmmark; Finnish markka. Also, FMk 
fn» footnote. 

FNMA, Federal National Mortgage Association. 

f -number (efnumtwr), n. Optics. Photog. a number 
corresponding to the ratio of the focal length to the di- 
ameter of a lens system, esp. a camera lens. In f/1.4. 1.4 
is the f number and signifies that the focal length of the 
tens is 1.4 times as great as the diameter. Abbr.: f/, V, f, 
ft Also, f nurnber. Also called focal nrtto. speed, stop 
number. Cf . rotative aperture, [1890-95] 

FO (fo), n. Chinese. Buddha (def. 1). 

fa, folio. 

FAX. 1. field officer. 2. foreign office. 3. MiL forward 



(foO. n. 1. a 



is not" yet one year of age. — o.t, o.L 2. to 
* 950; <nj ME fole. OE 



drth to (a colt or filly), [bef. 950; (nj ME fole. OE 
u OHG folo (G Fohlen); akin to L pullus young an- 
Ck polos foal; (v.) ME, deriv. of the n.] 



(RU»)orr, (def- 2) fly 1 + 



fly' rail/. 



horizontally swii 
- ~ Also 



bracket for supporting a drop leaf. 
fly'-raC. working rati. Theat. the upper row of 
cleats on a pin rail, used for tyi 
to bT filed. [1850-66] 



pins a 
fines o 



I, uaedfor^ tying off or fa s t ening 

Fly' Rhf'er (fll), a river in New Guinea, flowing SE 
from the central part to the Gulf of Papua, ab. 800 mi. 
(1290 km) long. 

fly' rod'. Angling, a light, extremely flexible fishing 
rod specially designed for use in fly-fishing. [1675*85] 

flySCh (fiish), n. GeoL an association of certain types of 
marine sedimentary rocks characteristic of deposition in 
a foredoep- [1846-56; < G < Swiss G fllsch referring to 
such deposits in the Swiss Alps; perh. akin to Swabian 
dial flins slate (akin to flout)] 

fly' Sheets, a sheet on which instructions or informa- 
tion are printed; handbill. [1825-85] 

fiy "Speck (flVspek-O, n. 1. a speck or tiny stain from 
the excrement of a fly. 2. any minute spot. 3- Plant 
PathoL a din**-*-* of pome fruits, characterized by small, 
raised, dark spots on the fruit, caused by " 
tothyrium pomi. — at. 4» to mark 
[1860-55; fly" + speck] 

fly-Strike (fll/strik/), n. Vet PathoL myiasis. [1935- 
40] 

fly' Swatfter, a device for killing flies, mosquitoes, 
and other insects, usually a square sheet of wire mesh 
attached to a long handle. Also, fffcr'-ewafter. 
ffy'swaVtor. [1885^0] 

flyte (flit). D.L. f lyt-od. flyt-tnc n. Scot and North 
Eng. fiite. 

ffy»ther (fll'tl/er), n. Angling, a person who makes ar- 
tificial lures for fly-fishing. (1880-85; fly* + ties*] 

fly*trap (fli'trapO, «- 1- any of various plants that en- 
trap insects, esp. Venus's- flytrap. 2. a trap for flies. 
[1785-76; fly* + trap') 

fly-ttp (flf/upO, n. a formal ceremony at which a girl 
leaves her Brownie troop, receives a pair of embroidered 
wings for her uniform, and becomes a member of an in- 
termediate Girl Scout troop, [n. use of v. phrase fly up] 

cowers* rmtOLocr in: 



give birth 
{©to; c OH . 
imal. Gk polos 

foam (fom), n. 1. a collection of minute bubbles 
formed on the surface of a liquid by agitation, fermenta- 
tion, etc: foam on a glass of beer. 2. the froth of perspi- 
ration, caused by great exertion, formed on the skin of a 
horse or other animal. 3. froth formed from saliva in 
the mouth, as in epilepsy and rabies. 4. a thick frothy 
substance, as shaving cream. S. (in fire fighting) a. a 
chemically produced substance that smothers the flames 
on a burning liquid by forming a layer of minnte, stable, 
heat-resistant bubbles on the liquid's surface, b. the 
layer of bubbles so formed. 6. a dispersion of gas bub- 
bles in a solid, as foam glass, foam rubber, nolyfoam, or 
foamed metal 7. Literary, the sea. — ui. ft. to form or 
gather foam; emit foam; froth. -— u-t 9. to cause to 
foam. 10. to cover with foam. 11. to insulate with 
foam. 12. to make (plastic metal, etc) into a foam. 13. 
foam at the mouth, to be extremely or uncontrollably 
angry. [bef. 900; ME fom. OE fom: c G Fetm] 
— foanVa-ble. adj. — foanVor. n. — foanVtn*4y, ado. 
— foanVless. adj. — foanVKko/, adj. 
Syn. 1. froth, spume, head, fizz; scum. 

foamed' mef aC Chem^ Metallurgy. a uniform 
foamlike metal structure produced when hydrogen bub- 
bles are evolved from metal hydrides uniformly dis- 
persed throughout a host metal or metal alloy: used as a 
structural material because of its shock-absorbing prop- 
erties and light weight. Also, foam/ mefaL 

foamed' plas^ tic See expanded plastic [1935-40] 

foam*flower (fom'flou'ar), n. a North American 
plant. Tiarella cordifolia. having a cluster of small, usu- 
ally white flowers. Also called falsa mtterwort. [1890- 

96; FOAM + FLOWKB] 

foam' glass/, cellular glass made by fusing powdered 
glass with carbon particles or other gas-generating ma- 
'"y for industrial purposes. [1945-50] 



fO'cal ar/ea. Ling, (in dialect geography) an area 
whose dialect has exerted influence on the chalects of 
surrounding areas, as reflected in a set of isogtoeaes 
more or less concentrically surrounding it Cf. relic area. 



-fo^caM>zs/> 



fO'cal length/. Optics. 1. the distance from a focal 
point of a lens or mirror to the corresponding principal 
plane. Symbol: f 2. the distance between an object lens 
and its corresponding 'focal plane in a telescope Also 
called fc^cal dhVtance. [1745-55] 

fO'cal plane/. Optics. 1. a plane through a foadpttiin. 
and normal to the axis of a lens, mirror, or other optical 
system. Cf. principal plana. 2. the transverse plane m 
a telescope where the real image of a distant view is in 
focus. [1890-85] 

foScal-plane smit'ter (fo^kal plana \ 

camera shutter situated directly in front of t! 
curtain shutter. [1900-05] 

fO'cal point/, 1. Also called principal focus. Optics, 
either of two points on the axis of a mirror, lens, or other 

■ optical system, one point being such that rays diverging 
from it are deviated parallel to the axis upon refraction 
or reflection by the system and the other point being 
such that rays parallel to the axis of the system c onverge 
to the point upon refraction or reflection by the byttf eiu. 
2. the point at which all elements or aspects converge; 
center of activity or attention. 3. the central or princi- 
pal point of focus. [1705-16] 

fO'cal ra/flO, Optics.. Photog. f-number. [1926-30] 
fO'cal SOfZUre, PathoL an epileptic i 
arising from a localized anomaly in the brain, as a i 
tumor or scar, and usually involving a c 
but occasionally spr 
mvulsions and loss a 
Foch (fosh; Fr. Tosh), n. F«r*H-nand (fea de mi*'), 
1851-1929, French marshal, 
fo-cl (f<y«ri, -k0. n. apl of focus. 

fO*COm-e-ter (fd konVi tor), n. Optics, an instrument 
for measuring the focal length of a lens or other optics! 
system. [1850-56; Focfus) + -o- + -metes] 
fo'c's'le (fok'sal), n. NauL forecastle. Also, fo'c'sto. 
[reap., reflecting syncope and loss of p re-consonantal r] 
fO«CUS (f c^kas), n., pL -cus-es. -d (-si, -ki), v.. -cusad, 
-CUS-fns or (esp. Brit.) -cussed, -cus-sins- — «. La 
central point, as of attraction, attention, or activity. The 
need to prevent a nuclear war became the focus of all 
diplomatic efforts. 2. Physics, a point at which rays of 
light, heat, or other radiation, meet after being refracted 
or reflected. 3. Optics, a. the focal point of a lens. b. 
the focal length of a lens, c the clear and sharply 
defined condition of an image, d. the position of a 
viewed object or the adjustment of an optical device nec- 
essary to produce a clear image: in focus: out of focus. 
A. Geom. (of a conic section) a point having the property 
that the distances from any point on a curve to it and to 
a fixed line have a constant ratio for all points on the 
curve. See diag. under ellipse, hyperhofeL parabola. 9. 
GeoL the point of origin of an earthquake, o. PathoL 
the primary center from which a di sea se develops or in 
which it localizes. — o.L 7. to bring to a focus or into 
focus: to focus the lens of a camera. 8. to concentrate: to 
focus one's thoughts. — v.L 9. to become focused. 
[1636-45; < k fireplace, hearth] — fu^cus-a-ble, adj. 
' ■ —Syn. 1. center, heart, core, nucleus. 



rubber, used for mat- 



terial, used chiefly 

foanV rub/ber. 

tresses, cushions, etc [1940-45] 
foanvy (fo^me), adj., foam I -or. fo am - l e st . 1. cov- 
ered with or full of foam. 2. co n s is ti ng of foam. 3. 
resembling foam. 4- pertaining to foam. (bef. 1000; ME 
fbmy, OE famig. See foam, -y»] — foanVMy. adv. 




n. 1. a small pocket just below the waistline 
i for a watch, keys, change, etc Cf. watch 
pocket. 2. a short chain or ribbon, usually with a me- 
dallion or similar ornament, attached to a watch and 
worn hanging from a pocket. 3. the medallion or orna- 
ment itself. [1645-55; orig. unccrt ; cf. G dial. Fuppe 
pocket] 

fOO 2 (fob). o.L, fobbed, fob-bins. 1. Archaic to cheat; 
deceive. 2. fob off. a. to cheat someone by substituting 




d*nv«ti*r. oquiv., aqaivmlent; imiL, imitative; obL, 



ptoda g; My st«m; IP-, 
trsaa, U sialwnon ; T, ongio i 
earlier than. See the fUD key 



% unattested; t, probably 



o thing spurious or inferior; palm off (often fol. by 
on): He tried to fob off an inferior brand on us. b. to nut 
(someone) off by deception or trickery. [1350-1400; ME 
fobben; c G foppen to delude; cf. fob*] 
f.oJ>^ Com. free on board: without charge to the buyer 
for goods placed on board a carrier at the point of ship- 
ment: automobiles shipped f.o.b. Detroit Abo. F.OB. 
FOBS. See fractional orbital bombardment system. 
Also. F.OJLS. 

fO-caOCla (fo ka/che), n., pL -das. a large, round, 
flat Italian bread, sprinkled before baking with olive oil. 
salt, and often herbs. [1975-60; < It < IX focacia (neut- 
pL), der. of L focus hearth, perh. with -oceus -aceous] 

fO*Cal (fVkal), adj. of or pertaining to a focus. [1685- 
96; < NL focalis. See focus, -al 1 ) — foScaMy. adv. 



fo'CUSinS Cloth/, an opaque cloth surrounding the 
ground glass of a camera so as to shield the eyes of the 
photographer from light that would otherwise prevent 
seeing the image in the ground glass. [1850-55] 

frVcusIng screen/. Photog. See under reflex cam- 
era. [1855-60] 

fOCVder (fodVer). n. L. coarse food for livestock, com- 
posed of entire plants, including leaves, stalks, and grain, 
of such forages as corn and sorghum. 2. people consid- 
ered as readily available and oflittle value: cannon fod- 
der. 3. raw material: fodder for a ^median s routine. 
—V.L 4. to feed with or as if with fodder, [bef 1000; 
ME; OE fodder, fodon c. G Futten akin to food] 
— Syn. 1. See feed. 

focVder-beet (fbd/or hetO. «- beet used as fod- 

der. Also, focYder beet', [foddeb + bekt*] 
fodg-el (foj/el). adj. Scot, fat; stout; plump. U 7 ! 5 ^ 5 ; 
fodge (var. of f ados) a short, fat person + -el adj. suffix j 
foe (fo), n. 1. a person who feels enmity, h**™**, or 
malice toward another; enemy: a bitter foe. 2- a nnhtary 
ny. 3. a person belonging to a hostile 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLORADO 
Honorable Marcia S. Krieger 

Case No. 04-cv-01769-MSK-CBS 

A MAJOR DIFFERENCE, INC., a Colorado corporation, 
Plaintiff, 

v. 

ERCHONIA MEDICAL, INC., an Arizona corporation, 

ERCHONIA MEDICAL LASERS, L.L.C., an Arizona limited liability company, 
ERCHONIA PATENT HOLDINGS, L.L.C., an Arizona limited liability company, 

Defendants, 

and 

ERCHONIA PATENT HOLDINGS, L.L.C., an Arizona limited liability company, 
ERCHONIA MEDICAL, INC., an Arizona corporation, 

Counterclaimants and Third-Party Plaintiffs, 

v. 

A MAJOR DIFFERENCE, INC., a Colorado corporation, 
ROBERT E. MORONEY, an individual, 

ROBERT E. MORONEY, L.L.C., a Colorado limited liability company, 

MIKI SMITH, an individual, 

KMS MARKETING, INC., a Colorado corporation, 

STARGATE INTERNATIONAL, INC., a Colorado corporation, 

Counterdefendant and Third-Party Defendants. 



ORDER CONSTRUING PATENT CLAIM TERMS 



THIS MATTER comes before the Court on the parties' 1 Joint Motion for Construction as 



1 The Plaintiff and Third-Party Defendants are aligned in this matter. For purposes of this ruling, the 
Court refers to them as "AMD." The Court refers to the Defendants/Third-Party Plaintiffs as "Erchonia." 
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a Matter of Law of Disputed Claim Terms of U.S. Patent No. 6,746,473 (#105). The Court held 
an evidentiary hearing on the motion on November 17, 2005. Having considered the motion, the 
parties' briefs (#102, #109), the evidence 2 and arguments presented at the hearing, and the 
designated portions of the deposition testimony of Mike Robinson, the Court finds and concludes 
as follows. 

I. Jurisdiction 

The Court exercises subject matter jurisdiction pursuant to 28 U.S.C. §§ 1331 and 
1338(a). 

II. Issues Presented 

Pursuant to Markman v. Westview Inst, Inc., 52 F.3d 967 (Fed. Cir. 1995), aff'd, 517 
U.S. 370 (1996), the parties ask the Court to construe terms in U.S. Patent No. 6,746,473 ("the 
'473 patent") owned by Erchonia Medical, Inc. The disputed claim terms are as follows, in bold 
print: 

1 . A laser device comprising: . . . 

c) an optical arrangement attached to the wand for 
receiving the laser beams and for transforming each of the 
laser beams into a desired spot shape. . . . 

7. A device according to claim 1 wherein at least one of the spot 
shapes is substantially linear. 

8. A device according to claim 1 further comprising a first laser 
beam having a first spot shape and a second laser beam having a 
second spot shape wherein the first spot shape is substantially 



2 At the hearing, the Court received Exhibits 1 through 1 8 on the condition that they would not be 
admitted unless referred to during the testimony or argument. Of these, all but Exhibits 8, 14, 15 and 17 were 
referred to during the testimony or argument. Therefore, the Court admits Exhibits 1 through 7, 9 through 13, 16 
and 18. 



2 



[ 



Case 1:04-cv-01769-MSK-CBS Document 158 Filed 01/12/2006 Page 3 of 14 



linear and the second spot shape is circular. . . . 

I 

13. A therapeutic laser device comprising: . . . 

c) an optical arrangement mounted in the interior cavity 
of the wand for receiving the laser beams and for 
transforming each of the laser beams into a desired spot 
shape wherein the first laser beam's spot shape is 
substantially linear and the second laser beam's spot shape 
is substantially circular; .... 

The construction of a patent claim presents a question of law. See Markman, 517 U.S. at 
372. A court's task is to determine what a person of ordinary skill in the relevant art would 
understand the disputed claim terms to mean as of the effective filing date of the patent 
application. See Vanderlande Industries Nederland BV v. Int'l Trade Commission, 366 F.3d 
1311, 1318 (Fed. Cir. 2004); Phillips v. AWHCorp, 415 F.3d 1303, 1313 (Fed. Cir. 2005), 
petition for cert, filed, 74 USLW 3308 (Nov. 9, 2005) (No. 05-602). A court construes the 
claims without regard to the device which is alleged to infringe the patent. See Young Dental 
Mfg. Co., Inc. v. Q3 Special Products, Inc., 1 12 F.3d 1 137, 1 141 (Fed. Cir. 1997); Texas Digital 
Systems, Inc. v. Telegenix, Inc., 308 F.3d 1193, 1202 (Fed. Cir. 2002). 

A court gives intrinsic evidence - i.e., the claim language, the specification, and the 
prosecution history before the U.S. Patent and Trademark Office (if in evidence) - primary 
consideration in determining the legally operative meaning of the claim terms. See Vitronics 
Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996). The specification is usually 
'the single best guide to the meaning of a disputed term." See id. However, a court should be 
cautious not to confine the patent claims to the specific embodiments described in the 
specification unless it is clear that the patentee intended such embodiments to be co-extensive 



i 



3 



Case 1:04-cv-01769-MSK-CBS Document 158 Filed 01/12/2006 Page 4 of 14 



with the scope of the patent claims. See Phillips, 415 F.3d at 1323. The prosecution history, 
which generally consists of the record of proceedings before the U.S. Patent and Trademark 
Office, including prior art cited during examination of the patent, can also have "critical 
significance." See id. at 1317; Vitronics Corp., 90 F.3d at 1582. The context in which the 
disputed claim term appears also can be instructive. See Phillips, 415 F.3d at 1314. 

A court should not consider extrinsic evidence - i.e., expert testimony, inventor testimony, 
dictionaries, technical treatises, and anything else external to the patent and file history - if the 
intrinsic evidence resolves any ambiguity in a disputed claim term. See Vitronics Corp., 90 F.3d 
at 1583-84. However, a court should consider extrinsic evidence when the intrinsic evidence is 
not sufficient to resolve the ambiguity. See id. at 1584. Under no circumstances should a court 
rely upon extrinsic evidence to vary or contradict the claim language or specification. See id. 

Extrinsic evidence can also shed light on what the relevant art is, even if such evidence is 
not used to construe the patent terms. See Vanderlande Industries Nederland BV t 366 F.3d at 
1318. When the consideration of extrinsic evidence would be improper vis a vis construction of 
the claim, a court may still rely upon technical dictionaries to better understand the underlying 
technology. See Vitronics Corp., 90 F.3d at 1584 n.6. Common-usage dictionaries (as opposed 
to technical dictionaries) generally are irrelevant unless a person skilled in the relevant art would 
understand their definitions to apply. See Vanderlande Industries Nederland BV y 366 F.3d at 
1318. Reliance upon a common-usage or technical dictionary may also be inappropriate when it 
defines a term differently than how the patentee would define it. See Phillips, 415 F.3d at 1322. 
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III. Analysis 
A, The '473 Patent and Prosecution History 

The '473 patent describes a hand-held "therapeutic laser device" which 

can simultaneously provide multiple types of low level laser therapy 
treatments. The device enables laser light of different pulse widths, 
different beam shapes and spot sizes to be applied externally to a 
patient's body. The device includes multiple laser sources. In the 
preferred embodiment, two semiconductor diode laser sources 
simultaneously provide two separate laser beams, one laser beam 
producing a line of continuous red laser light and the other 
producing a spot of pulsed laser light. 

Under "Field of Invention," the '473 patent states: "This invention relates generally to medical 

devices that employ lasers. More particularly, this invention relates to an improved hand-held 

laser light generator device." 

When the inventors of this device first applied for a patent, the examiners rejected all 

thirteen claims in the application. The examiners concluded that these claims were anticipated by 

U.S. Patent 6,267,779 to Gerdes, who disclosed 

an apparatus for therapeutic laser treatment that includes handheld 
wands that each may deliver two wavelengths of laser energy, one 
in the near infrared range and the other in the visible range from 
solid state diode lasers. The beams are combined and delivered to 
the wands which include, adjustable optics to focus and shape the 
beams. The beam shape may be circular or rectangular. 
Rectangular is interpreted as being substantially linear. . . . 

The inventors then submitted an Amendment and Response to First Office Action, which 

provided: 

With respect to amended claims 7, 8, and 13, Gerdes does 
not anticipate these claims because Gerdes does not disclose the use 
of a linear beam spot. Applicant respectfully argues that, contrary 
to the Examiner's assertions, a rectangle of Gerdes' beam shape is 
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not interpreted as substantially linear in the laser arts. A rectangle 
has length and width; a line has only length. It is more difficult to 
create a laser line emission than a comparatively wider rectangle. 
While arguably a line has the "width" of a single wave of light, 
because any shape can be described at a microscopic level as being 
a series of single waves, if the Examiner's assertion were true, all 
beams shapes would be equivalent; in essence, a series of waves. . . 

The examiners allowed the amended claims. 
B. The Relevant Art 

AMD contends that the relevant art is laser technology. In contrast, Erchonia contends 
that the relevant art is optics. 
Intrinsic Evidence 

The intrinsic evidence supports AMD's construction. The patented device is a 
'therapeutic laser device," not a 'therapeutic optical device." Under "Field of Invention," the 
patent states that the invention relates to medical devices that employ lasers. The patent 
specification and claims refer to an "optical arrangement" but otherwise make no reference to the 
optical arts. In applying for the '473 patent, the inventors referenced the "laser arts" when 
distinguishing their claims from those in the Gerdes patent. Therefore, the Court finds that based 
upon the intrinsic evidence, the relevant art is laser technology, rather than optics. 

Extrinsic Evidence 

Even if the intrinsic evidence did not resolve the issue of the relevant art, the extrinsic 
evidence supports the same conclusion. 

Two experts testified at the hearing regarding the relevant art. Dr. Barbara Soltz, who 
holds a Ph.D. in physics, testified that the relevant art is laser technology. In contrast, Dr. John 



6 



Case 1:04-cv-01769-MSK-CBS Document 158 Filed 01/12/2006 Page 7 of 14 



Greivenkamp, Jr., who holds a Ph.D. in optical sciences, testified that the relevant art is 
geometrical optics and optical system design because the patented device is mainly an optical 
system which includes a laser. 

The patented device contains both laser and optical components. However, the device is 
primarily a laser device to be used in medical applications. Dr. Soltz, who has applied optics to 
laser technology since prior to 1983 and has founded one company which develops hand-held 
laser devices for medical applications, explained the role of optics in the laser arts. She testified 
that in order for a semiconductor laser diode to be usefiil, "it must use some kind of optics in 
order to collect and ultimately focus or to direct the light. So inherent in this technology is the 
use of optics." 

The preferred embodiment of the patented device includes two semiconductor diode laser 
sources, and Claim 5 of the '473 patent provides that at least one of the laser energy sources must 
be a semiconductor diode. The device's optical components simply affect the laser beam and 
resulting spot shape. To construct the device, a person would be required to understand the 
operation of semiconductor laser diodes and any optical elements used to affect the laser beam. 
Therefore, the relevant art is laser technology. 
C. "An Optical Arrangement" 

AMD contends that "an optical arrangement" means "one or more lenses, mirrors, prisms, 
apertures, beam splitters, filters, diffraction gratings or fiber optic wires." It bases this contention 
upon the patent specification and testimony from Dr. Barbara Soltz. 

In contrast, Erchonia contends that "an optical arrangement" means "one or more optical 
devices or optical elements." Erchonia bases its interpretation upon the meaning ascribed to such 
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term in the field of optics, in particular by Dr. Greivenkamp. It also relies upon the patent 
specification, technical and common-usage dictionaries, and other extrinsic evidence. 
Intrinsic Evidence 

The Detailed Description of the Invention describes two optical arrangements of the 

preferred embodiment. The optical arrangement of the linear spot shape "includes a collimating 

lens and a line generating prism" which "are disposed in serial relation to the laser energy source." 

The optical arrangement of the circular spot shape "includes a collimating lens and a beam spot 

shaping lens" which "are disposed in serial relation to the laser energy source." Nothing in the 

specification suggests that these are exclusive optical arrangements. Instead, the specification 

simply describes the preferred embodiment and states: 

[I]t will be understood by those skilled in the art that various 
changes and modifications may be made, and equivalents may be 
substituted for elements thereof without departing from the true 
scope of the invention. Therefore, it is intended that this invention 
not be limited to the particular embodiment disclosed as the best 
mode contemplated for carrying out the invention, but that the 
invention will include all embodiments falling within the scope of 
the appended claims. 

Therefore, the patent specification and claim language do not resolve how "an optical 
arrangement" should be defined. The prosecution history is also silent on this issue. Therefore, 
the Court turns to the extrinsic evidence. 
Extrinsic Evidence 

At the hearing, Dr. Soltz testified that "an optical arrangement is either two or more 
optical elements" such as "lenses, filters, gratings, apertures, prisms, [and] fiber optics." She also 
testified that an optical element could include a mirror or beam splitter. 
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Dr. Soltz' testimony is consistent with the testimony of Dr. Greivenkamp. He interpreted 
"optical arrangement" to mean "a collection of optical elements." He testified that "optical 
elements" can include lenses, prisms, mirrors, filters, gratings, apertures, fiber optic wires, 
crystals, and nonlinear optical elements. He also testified that a person's finger can become an 
optical element if placed in front of the laser beam. 

Therefore, the Court concludes that an "optical arrangement" means "two or more optical 
elements." The Court declines to delineate the specific optical elements that might fall within this 
definition because the patent specification and claims do not limit the device to particular optical 
elements, and it was apparent to both Dr. Soltz and Dr. Greivenkamp that a wide variety of 
objects could be used as optical elements. 
D. "Attached to the Wand" 

AMD asserts that "attached to the wand" means "directly fastened to the wand." It bases 
such assertion upon the patent specification, testimony from Dr. Soltz and a common-usage 
dictionary. 

Erchonia asserts that "attached to the wand" means "connected, directly or indirectly, or 
the wand." It bases its assertion upon a Tenth Circuit decision from 1954, see Pearl Assur. Co. v. 
School Dist. No, 7,212 F.2d 778, 781 (10th Cir. 1954), an unpublished decision from the District 
of Delaware, see Medtronic Vascular, Inc. v. Advanced Cardiovascular Systems, Inc., 2005 WL 
46553 (D. Del. Jan. 5, 2005), and a common-usage dictionary. 

Intrinsic Evidence 

The patent claims and specification do not explain how the wand is attached to any 
optical arrangement. Claim 1 3(c) provides that the optical arrangement is "mounted in the 

9 



Case 1:04-cv-01769-MSK-CBS Document 158 Filed 01/12/2006 Page 10 of 14 

interior cavity of the wand" but does not describe how. The prosecution history also sheds no 
light on this issue. Therefore, the intrinsic evidence does not completely resolve the meaning of 
the word "attached." 

Extrinsic Evidence 

The caselaw relied upon by Erchonia is not persuasive, because neither case interpreted 
the term "attachment" in the context of the laser arts. In Pearl Assur. Co., 212 F.2d at 781, the 
Tenth Circuit concluded that a gymnasium was attached to a high school for purposes of an 
insurance policy when they were connected by a permanent enclosed passageway, a steam line, a 
hot water line, an electric power line and a common sewer. Medtronic does not interpret any 
permutation of the word "attach" at all. 

Dr. Soltz testified that in the laser arts, "attachment" is a "physical mating" which occurs 
when there is a fixing, securing, or fastening, and does not conventionally occur when there is an 
intermediate piece. She testified that "'attachment' always means a direct attachment." She 
acknowledged that the definition she uses in the laser arts is the same as that found in a common- 
usage dictionary. Dr. Greivenkamp also testified that a person of ordinary skill in the relevant art 
would understand the word "attached" in the same manner as a lay person. 

Therefore, the Court considers the definition of "attach" set forth in the American 
Heritage Dictionary. It defines "attach" as "to fasten, secure, or join[.]" According to a person of 
ordinary skill in the relevant art of laser technology, an attachment must be direct. Therefore, the 
Court concludes that "attached to the wand" means "fastened, secured, or joined to the wand 
directly." 
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E. "Transforming Each of the Laser Beams" 

AMD contends that 'transforming each of the laser beams" means "changing the 
appearance or form of the spot shape of the beam emitted by each laser energy source." It bases 
this contention upon the claim language, the patent specification, a common-usage dictionary, and 
the testimony of Dr. Soltz. 

Erchonia contends that "transforming each of the laser beams" means "changing the 
appearance or form of each of the laser beams." It bases its contention upon a common-usage 
dictionary. 

Intrinsic Evidence 

Nothing in the claim language, the specification, or the prosecution history defines 
"transforming each of the laser beams." Therefore, the Court considers extrinsic evidence on this 
issue. 

Extrinsic Evidence 

Dr. Soltz testified that in the laser arts, "transforming each of the laser beams" means "to 
control, to shape, to otherwise transfer this highly divergent beam that is characteristic of a laser 
diode specifically . . . into a different shape." She also stated that "transforming" would result in a 
different shape, appearance and form. She testified that her definition of "transforming" is 
essentially the definition that would be found in a common-usage dictionary. Dr. Greivenkamp 
also testified that a person of ordinary skill in the relevant art would understand the word 
"transforming" in the same manner as a lay person. 

Therefore, the Court refers to a common-usage dictionary. The American Heritage 
Dictionary defines 'transform" as "to change markedly the appearance or form of[.]" It also 
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defines it as "to change the nature, function, or condition of[.] M Of these two definitions, the 
former is a better fit. Here, various optical elements are used to manipulate the invention's laser 
beams to produce various spot shapes. Therefore, "transforming each of the laser beams" means 
"changing the appearance or form of the laser beams." 
F. "Desired Spot Shape" 

AMD asserts that "desired spot shape" means "a spot shape wanted by the laser device 
designer." It bases such assertion upon the patent specification, a common-usage dictionary, and 
the testimony of Dr. Soltz. 

Erchonia asserts that "desired spot shape" means "a spot shape desired by anyone." It 
bases its assertion upon the context of the claim language. 

Intrinsic Evidence 

There is no language in the patent's specification or claims which suggests what a "desired 
spot shape" is. The prosecution history is also silent on this issue. Therefore, the intrinsic 
evidence does not resolve any ambiguity in the definition of "desired spot shape." 

Extrinsic Evidence 

Dr. Soltz testified that in the laser arts, "desired" means "something that is wanted." She 
conceded that her definition of "desired" is essentially the definition that would be found in a 
common-usage dictionary. Dr. Greivenkamp testified that a person of ordinary skill in the 
relevant art would understand the word "desired" in the same manner as a lay person. Therefore, 
the Court looks to the definition of "desired" set forth in a common-usage dictionary. 

The American Heritage Dictionary defines "desire" as "to wish or long for; want." This 
definition, however, does not resolve "who" must desire the spot shape. Dr. Soltz stated that it 
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could be the manufacturer, designer, customer, client or anybody else as long as the desire was 
developed prior to the sale of the product. Steven Shanks, one of the named inventors on the 
'473 patent, agreed that the "desired spot shape" could be desired by the manufacturer, customer 
or client. Therefore, the Court concludes that "desired spot shape" means "a spot shape desired 
by anyone." 

G. "Substantially Linear" 

AMD contends that "substantially linear" means "a line having minimal width." In support 
of such contention, AMD relies upon the prosecution history, the patent specification, and a 
common-usage dictionary. 

Erchonia contends that "substantially linear" means "has the appearance of a length 
significantly greater than its width." In support of such contention, it relies upon both common- 
usage and technical dictionaries, as well as the claim language. 

Intrinsic Evidence 

The patent claim and specification shed no light on the definition of "substantially linear." 
However, in applying for the '473 patent, Erchonia explained that a rectangle-shaped laser beam 
is not "substantially linear" for purposes of the laser arts because a rectangle has length and width, 
and a line has only length, arguably with the width of a single wave of light. Therefore, the Court 
finds that "substantially linear" means "a line having minimal width". 

Extrinsic Evidence 

The extrinsic evidence is contrary to the patent's prosecution history. Dr. Greivenkamp 
testified that "substantially linear" means "that a shape has acquired some of the properties of a 
line." He stated that when the aspect ratio is elongated, for instance, when it is 20 or 30 to 1, it is 
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substantially linear. He also stated that determining whether something is substantially linear 
would depend upon the particular observer. He conceded that in formulating this opinion, he did 
not rely on the patent's prosecution history. Therefore, Court declines to adopt Dr. 
Greivenkamp's definition. 

IT IS THEREFORE ORDERED that: 

(1) The Joint Motion for Construction as a Matter of Law of Disputed Claim Terms of 
U.S. Patent No. 6,746,473 (#105) is GRANTED. 

(2) The Court defines the disputed patent claim terms as follows: 

(a) "Optical arrangement" means "two or more optical elements." 

(b) "Attached to the wand" means "fastened, secured, or joined to the wand 
directly." 

(c) "Transforming each of the laser beams" means "changing the appearance or 
form of the laser beams." 

(d) "Desired spot shape" means "a spot shape desired by anyone." 

(e) "Substantially linear" means "a line having minimal width." 
Dated this 12th day of January, 2006 

BY THE COURT: 

Marcia S. Krieger 

United States District Judge 
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TITLE 

Multi-Probe Laser Device 

FIELD OF INVENTION 
[0001] This invention relates generally to medical devices that employ lasers. More 
particularly, this invention relates to a laser light generator device that has multiple probes, 
enabling multiple different treatments to be made simultaneously. 

CROSS-REFERENCE TO RELATED APPLICATIONS 
[0002] This application claims the benefit of co-pending U.S. Application No. 09/932,907 
filed 08/20/2001 which claims the benefit of U.S. Provisional Application No. 
60/273,282 filed March 2, 2001 . 

BACKGROUND 

[0003] Low energy laser therapy (LLLT) is used in the treatment of a broad range of 
conditions. LLLT improves wound healing, reduces edema, and relieves pain of various 
etiologies, including successful application post-operatively to liposuction to reduce 
inflammation and pain. LLLT is also used during liposuction procedures to facilitate 
removal of fat by causing intracellular fat to be released into the interstice. It is also used in 
the treatment and repair of injured muscles and tendons. 

[0004] LLLT utilizes low level laser energy, that is, the treatment has a dose rate that 
causes no immediate detectable temperature rise of the treated tissue and no 
macroscopically visible changes in tissue structure. Consequently, the treated and 
surrounding tissue is not heated and is not damaged. There are a number of variables in 
laser therapy including the wavelength of the laser beam, the area impinged by the laser 
beam, laser energy, pulse width, treatment duration and tissue characteristics. The 
success of each therapy depends on the relationship and combination of these variables. 
For example, liposuction may be facilitated with one regimen utilizing a given wavelength 
and treatment duration, whereas pain may be treated with a regimen utilizing a different 
wavelength and treatment duration, and inflammation a third regimen. Specific devices are 
known in the art for each type of therapy. 
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[0005] Often it is desirable to treat a patient for multiple types of problems during a single 
treatment. Because specific therapies require different regimen, treating multiple problems 
currently requires multiple separate laser devices. It is desirable to provide a device that 
enables multiple types of treatments with a single device. It is also desirable to be able to 
provide multiple treatments simultaneously with a single device, in different areas of a 
patient's body. 

[0006] Therefore, an object of this invention is to provide a laser therapy device that 
enables multiple types of treatments. It is another object to provide a single device that 
provides these treatments simultaneously. It is another object of this invention to provide 
an apparatus that can simultaneously emit multiple beams of laser light that can be applied 
to multiple areas of a patient's body. It is another object of this invention to provide an 
apparatus that can simultaneously emit laser light in multiple different pulse widths. It is a 
further object of this invention to provide an apparatus that can simultaneously emit laser 
light in multiple beam shapes and spot sizes. It is a particular object of this invention to 
provide a hand-held therapeutic laser device to provide low level laser therapy which can 
be used to simultaneously facilitate liposuction, treat post-operative inflammation and pain, 
and treat and repair injured muscles and tendons. 

SUMMARY OF THE INVENTION 
[0007] This invention is an improved hand-held laser device that can simultaneously 
provide multiple types of low level laser therapy treatments to multiple areas of a patient's 
body simultaneously. The device enables laser light of different pulse widths, different 
beam shapes and spot sizes to be applied to a patient's body. The device includes multiple 
laser sources. In the preferred embodiment, two semiconductor diode laser sources 
simultaneously provide two separate laser beams from separate probes, one laser beam 
producing laser light at a first pulse width and the other producing laser light at a second 
pulse width. 

BRIEF DESCRIPTION OF THE DRAWINGS 
[0008] FIG. 1 is a schematic illustration of a preferred embodiment of the present 
invention. 
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[0009] FIG. 2 is a schematic view of the optical arrangement producing a line spot shape 
of the preferred embodiment. 

[0010] FIG. 3 is a schematic view of the optical arrangement producing a circular spot 
shape of the preferred embodiment. 

[001 1] FIG 4 is a schematic illustration of a preferred embodiment of the present 
invention, where the dotted line defines the components disposed in each probe. 
[0012] FIG 5 is a schematic illustration of an alternate embodiment of the present 
invention, where the dotted line defines the components disposed in each probe. 
[0013] FIG. 6 is a schematic illustration of an alternate embodiment of the present 
invention, where the dotted line defines the components disposed in each probe. 
[0014] FIG. 7 is a schematic illustration of application of low-level laser radiation using 
the preferred embodiment of the present invention. 

DETAILED DESCRIPTION OF THE INVENTION 
[0015] Referring to the drawings, there is illustrated a hand-held laser device designated 
generally as 10. The device includes one or more laser energy sources, a power source, at 
least two optical arrangements, one or more control circuits, and at least two hand-held 
aiming devices, referred to herein as probes. Fig. 1 shows the preferred embodiment in 
which a first probe 11 and a second probe 12 are connected to a base 14, which includes 
a power source 15 (not shown). The base 14 is typically a hand-held unit, but it may also 
be a stationary unit that typically sits on a table or the ground, functioning as a central base 
from which many probes may be employed. 

[0016] The preferred embodiment comprises a first laser energy source 21 for emitting 
light from the first probe 1 1 and a second laser energy source 22 for emitting light from the 
second probe 12. The laser energy sources 21 and 22 are connected to the power source 
15. The power source preferably provides direct current, such as that provided by a 
battery, but may instead provide alternating current such as that provided by conventional 
building current which is then converted to direct current. These laser energy sources can 
be energized independently or simultaneously, which throughout this specification refers to 
acts occurring at generally at the same time. 
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[0017] The first laser energy source 21 and second laser energy source 22 each produce 
a laser beam which exits the laser and is shone through optical arrangements 41 and 42, 
respectively, that produce beam spots. The beam spot is the cross-sectional shape and 
size of the emitted beam as it exits the optical arrangement. For example, a laser beam of 
circular cross-section creates a circular beam spot as the laser light impinges the patient's 
skin. If the laser light emitted is in the visible range, a circular spot can be seen on the 
patient's skin of substantially the same diameter as the laser beam emitted from the optics 
arrangement. Various beam spot shapes can be created, including a line, a circle, an 
ellipse, a plus-sign, or combination of any of them. The probes may product different spot 
shapes, or have the same spot shapes. 

[0018] In the preferred embodiment, the first laser beam is passed through a first optical 
arrangement that generates a beam of substantially linear cross-section, resulting in a line 
of laser light seen on the patient's skin. The second laser passes through a second optical 
arrangement that generates a beam of circular cross-section, resulting in a circular spot 
shape as seen on the patient's skin. Fig. 2 illustrates the first optical arrangement 41 of the 
preferred device, which includes a collimating lens 44 and a line generating prism 45. The 
collimating lens 44 and the line generating prism 45 are disposed in serial relation to the 
laser energy source 21. The collimating lens 44 and the line generating prism 45 receive 
and transform the generated beam of laser light into the line of laser light L. As an 
alternative, a suitable electrical or mechanical arrangement could be substituted for the 
optical arrangement 41 . 

[0019] As shown in Fig. 3 the second optical arrangement 42 of the preferred device 
includes a collimating lens 46 and a beam spot shaping lens 47. As with the first optical 
arrangement, the collimating lens 46 and beam spot shaping lens 47 are disposed in serial 
relation to the second laser energy source 22. The collimating lens 46 and beam spot 
shaping lens 47 receive and transform the generated beam of laser light into a circular 
beam spot of laser light C. As an alternative, a suitable electrical or mechanical 
arrangement could be substituted for the optical arrangement 42 to achieve a desired spot 
shape. 

[0020] Control circuitry is connected to the laser energy sources to control whether the 
lasers are on or off, how long the lasers are powered on, the duration of each pulse of 
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laser light emitted, and the period of time between one pulse starting and the next pulse 
starting, referred to herein as the pulse width. Typically the control circuitry is digital, in 
discrete or integrated circuits, as is known in the art, but analog circuits can also be 
employed. In the preferred embodiment there are separate control circuits for each probe. 
Control circuits 31 and 32 are connected to the laser energy sources 21 and 22, 
respectively, to control the various parameters of the emissions. For ease of reference, 
pulse widths can be referred to in shorthand notation in cycles/second, or Hz. Pulse widths 
from 0 to 100,000 Hz may be employed to achieve the desired effect on the patient's 
tissue. At 100,000 Hz, the pulse width is 0.00001 second. At 0 Hz, a continuous beam of 
laser light is generated. The goal for LLLT regimen is to deliver laser energy to the target 
tissue utilizing a pulse width short enough to sufficiently energize the targeted tissue and 
avoid thermal damage to adjacent tissue. 

[00021] The probes have an interior cavity. In the preferred embodiment, the first laser 
energy source 21 and first optical arrangement 41 are contained in the first probe 1 1 and 
the second laser energy source 22 and second optical arrangement 42 are contained in 
the second probe 12, while the power source 15 and control circuitry 31 and 32 are 
contained within the base 14. See Fig. 4, which illustrates the configuration of the 
components of the invention as they relate to each probe, and where the dotted line 17 
indicates the components disposed in the first probe and dotted line 18 indicates the 
components disposed in the second probe. Alternatively, the laser energy source, optical 
arrangement, and control circuitry can be housed in the probe. That is, the first laser 
energy source 21, the first optical arrangement 41, and the control circuitry for the first 
probe 31 are contained in the first probe 11, and the second laser energy source 22, the 
second optical arrangement 42, and the control circuitry for the second probe 32 are 
contained in the second probe 12, as the power source 15 remains within the base 14. 
See Fig. 5 in which dotted lines 17 and 18 again indicate the components that are in the 
probes. Fig. 6 shows another alternate configuration, in which a single laser energy source 
23, a single control circuitry 33 for the first probe and the second probe, and the power 
source 15 are contained in the base 14, and the probes contain only the optical 
arrangement for the first probe 41 and the optical arrangement for the second probe 42, 
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respectively. Again, the dotted lines 17 and 18 indicate which components are in the 
probes. 

[0022] Laser energy sources are known in the art for use in low-level laser therapy. 
Visible light in about the 400-700 nm range is preferred, and the frequency is determined 
by the particular therapy given to the patient. The laser energy sources include Helium- 
Neon lasers having a 632 nm wavelength and semiconductor diode lasers with a broad 
range of wavelengths between about 600-800 nm. The laser energy sources in the 
preferred embodiment are two semiconductor laser diodes that produce light in the red 
range of the visible spectrum, having a wavelength of about 635 nm. Other suitable 
wavelengths are used for other particular applications. While many LLLT regimen include 
visible laser light, it may be advantageous to utilize ultraviolet (approx. 1-400 nm) or 
infrared (approx 700 - 10 5 nm) laser energy, again depending on the type of treatment 
desired. Solid state and tunable semiconductor laser diodes may also be employed to 
achieve the desired wavelength. 

[0023] Different therapy regimens require diodes of different wattages. The preferred 
laser diodes use less than one watt of power each to simultaneously facilitate liposuction, 
treat post-operative inflammation, and post-operative pain. Diodes of various other 
wattages may also be employed to achieve the desired laser energy for the given regimen. 
[0024] Fig. 7 illustrates the device in use. A practitioner 70 treats one area of the patient 
71 with the first probe 1 1 and treats a different area of the patient 71 with the second probe 
12. 

[0025] While there has been illustrated and described what is at present considered to 
be a preferred embodiment of the present invention, it will be understood by those skilled 
in the art that various changes and modifications may be made, and equivalents may be 
substituted for elements thereof without departing from the true scope of the invention. 
Therefore, it is intended that this invention not be limited to the particular embodiment 
disclosed as the best mode contemplated for carrying out the invention, but that the 
invention will include all embodiments falling within the scope of the appended claims. 
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ABSTRACT 

A hand-held laser device that can simultaneously provide multiple types of low level 
laser therapy treatments to multiple areas of a patient's body simultaneously. The device 
enables laser light of different pulse widths, different beam shapes and spot sizes to be 
applied to a patient's body. The device includes multiple laser sources. In the preferred 
embodiment, two semiconductor diode laser sources simultaneously provide two separate 
laser beams from separate probes, one laser beam producing laser light at a first pulse 
width and the other producing laser light at a second pulse width. 
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VI. Grounds of Rejection to be Reviewed on Appeal 

A. Are Claims 1, 2, 8-10, 13-15, 22, 30 and 32 unpatentable under 35 USC 
102(b) as being anticipated by U.S. Patent 6,074,411 issued to Lai? 

B. Are Claims 3-7, 16-22, and 23-29 unpatentable under 35 USC 103(a) as being 
obvious in light Lai in view of U.S. Patent 6,267,779 issued to Gerdes? 

C. Are Claims 1-10, 13-14, 17, 18, 21, and 23-27 unpatentable as double- 
patenting claims 1-11 and 13 of U.S. Patent 6,746,473 issued to Shanks and 
Tucek?? 



206-038 



14 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/612,504 



33354 



07/01/2003 



7590 



1 1/10/2005 

ETHERTON LAW GROUP, LLC 

5555 E. VAN BUREN STREET, SUITE 100 

PHOENIX, AZ 85008 



Steven C Shanks 



206-038 



3500 



EXAMINER 



ART UNIT 



JOHNSON III, HENRY M 

3 



PAPER NUMBER 



3739 

DATE MAILED: 11/10/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



Appendix R-4 



PTO-90C (Rev. 10/03) 




Action Summary 



Application No. 

10/612.504 



Examiner 

Henry M. Johnson, 



Applicant(s) 

SHANKS ET AL. 



Art Unit 

3739 



Peria 



WILING DATE of this communication appears on the cover sheet with the correspondence address - 



eply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 03 October 2005 . 
2a)IEI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-10, 13-30,32 and 35-39 is/are pending in the application. 

4a) Of the above claim(s) 35-39 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim Is) 1-10. 13-30 and 32 is/are rejected. 

7) Q Claim(s) is/are objected to. 

| 8)D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)^ The specification is objected to by the Examiner. 

10)^3 The drawing(s) filed on 01 July 2003 is/are: a)E3 accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 03 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 081205 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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Response to Arguments 

Applicant's arguments filed October 3, 2005, with respect to the rejections of claims 1-7, 
9, 10 and 23-25 under Tatebayashi et al. and claims 30 and 32 under Gerdes, have been fully 
considered and are persuasive. Therefore, the rejections have been withdrawn. However, 
upon further consideration, a new ground(s) of rejection is made in view of U.S. Patent 
6,074,411 to Lai. 

Election/Restrictions 

Newly submitted claims 35-39 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: Surgical methods are classified in 
128/898 while light therapeutic devices are classified in 607/89. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 35-39 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Specification 

Full continuation data is required in the first paragraph of the specification; i.e. This 
application is a continuation-in-part of U.S. Patent Application 09/932,907 filed August 20, 2001 , 
now U.S. Patent 6.746.473 which claims the benefit of U.S. Provisional Application No. 
60273,282 51filed March 2, 2001. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
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improper timewise extension of the "right to exclude" granted by a patent and to prevent 
possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long/, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In 
re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

Claims 1-10, 13-14, 17, 18, 21 and 23-27 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-1 1 and 13 
of U.S. Patent No. 6,746,473. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because they are an obvious change in scope. A controller 
is claimed, yet not claimed in the wand, implying the controller is in another component (base). 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 1, 2, 8-10, 13-15, 22, 30 and 32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent 6,074,41 1 to Lai et al. Lai et al. teach a multiple laser diode 



apparatus for therapy using multiple(hand-movable\probes (Fig. 1), each with a laser diode with 



Claim Rejections - 35 USC § 102 
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a wavelength between 500 and 1500 nanometers operating at about 5 mW (Col. 2, lines 42-45) 
and the probe is disclosed as having focusing optics (Col. 2, lines 32-35). Focusing optics 
inherently provide some spot shape. 

Regarding claim 2, the destination of the beams is intended use with no further limitation 
on the device structure. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 3-7, 16-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 

Patent 6,074,41 1 to Lai et al. as applied to claim 1 above, and further in view of U.S. Patent 

6,267,779 to Gerdes. Lai et al. is discussed above but does not disclose independent control of 

the lasers, ultraviolet wavelengths or beam shape. Gerdes discloses an apparatus for 

therapeutic laser treatment that includes handheld wands (Fig. 7) that each may deliver two 

wavelengths of laser energy, one in the near infrared range and the other in the visible range 

(Col. 8, line 54) from solid-state diode lasers (Col. 7, lines 22-24). The beams are combined 

and delivered to the wands that include adjustable optics to focus and shape the beams (Col. 8, 

lines 31-34). The beam shape may be circular or rectangular (Col. 9, line 49), or a variety of 

other patterns. A controller for the sources is disclosed that may control the pulse parameters, 

including, continuous or pulsed, pulse duty cycle and duration of application for each of the 

radiation sources synchronously or independently with continuous operation possible by 

selection of a duty cycle of 100 percent (Col. 11, lines 3-8). Specifically mentioned is a pulse 

frequency of one hertz (Col. 1 1 , line 63). The system is capable of emitting radiation at less 
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than one watt; with 0 to 2.0 W specified for the infrared and 0 to 6 mW specified for the visible 
(Col. 9, lines 14 and 31). The wavelength disclosed for red is 635 nm (col. 9, line 39), for 
ultraviolet is 400 nm (Col. 9, line 38) and for infrared is 980 nm (Col. 9, line 27). The handheld 
wands are connected to the radiation sources within the controller cabinet (base) via optical 
fibers (Col. 8, lines 23-25). Gerdes discloses a mode in which only the two red aiming beams 
are generated (Col. 11, lines 45-50), after which, a routine is executed to determine is operation 
of the therapeutic laser is proper. It would have been obvious to one having ordinary skill in the 
art at the time the invention was made to use the control parameters, spot sizes and ultraviolet 
wavelengths as taught by Gerdes in the invention of Lai et al. to effect a wide range of therapy 
from the device. Further, all of the variable parameters are well known in the art and would be 
considered routine to vary in a course of treatment. 

Claims 23-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,074,41 1 to Lai et al. in view of U.S. Patent 6,267,779 to Gerdes. Both have been 
previously discussed. Both Lai et al. and Gerdes teach a base unit that houses the control 
circuits for the lasers. It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to use the control parameters, spot sizes and ultraviolet 
wavelengths as taught by Gerdes in the invention of Lai et al. to effect a wide range of therapy 
from the device. Further, all of the variable parameters are well known in the art and would be 
considered routine to vary in a course of treatment. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action, in the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Henry M. Johnson, III whose telephone number is (571) 272-4768. The 
examiner can normally be reached on Monday through Friday from 6:00 AM to 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C. Dvorak can be reached on (571) 272-4764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, cpfitaetthe Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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